
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OfTicc 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria. Viiginia 22313-1450 
wn-w.u5pio.epv 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/092,882 



03/08/2002 



7590 



07/30/2004 



5487 

ROSSJ.OEHLER 

AVENTIS PHARMACEUTICALS INC. 

ROUTE 202-206 

MAIL CODE: D303A 

BRIDGEWATER, NJ 08807 



Claudia Edcr 



02481.1779 



1157 



EXAMINER 



MARX, IRENE 



ART UNIT 



PAPER NUMBER 



1651 

DATE MAILED: 07/30/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



OfficG Action SuntmBrv 


Application No. 

10/092,882 


Applicant(s) 

EDER ETAL 


Examiner 
Irene Marx 


Art Unit 
1651 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication, 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period wilt apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )K Responsive to communication(s) filed on 13 July 2004 . 
2a)K This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim{s) 1^ is/are pending in the application. 

4a) Of the above claim(s) V"/ is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim (s) 1-3 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner, 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .1 21 (d). 

1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d)or(f). 
a)n All b)n Some * o)\J None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Infomfiation Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mall Date . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 72704 
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The amendment filed 7/13/04 is acknowledged. Claims 1-3 are being considered on the 

merits. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-3 are/remain rejected under 35 U.S.C. 102(b) as being anticipated by Webster et 
al (U.S. Patent 6,316,476) or Chen et a/..(WO 99/12543) for the reasons as stated in the last 
Office action and the fiirther reasons below. 

Response to Arguments 

Applicant's arguments have been fully considered but they are not deemed to be 
persuasive. 

Applicant argues that two press releases demonstrate the patentability of the instant 
invention. However, the claimed "new use" in the press releases is directed to specific diseases, 
while the instant claims are directed to the use of a class of old compounds for the unspecified 
treatment of a variety of diseases without an indication of dosage or specific treatment protocol 
for each of the various diseases comprised by the undefined cluster of conditions and symptoms 
designated as a "CNS disorder". The Central Nervous System includes the brain, the cranial 
nerves, and the spinal cord. Obviously, this is a very complex structure. Thus, CNS disorders are 
of enormous diversity and include, for example, Alzheimer's Disease, Attention deficit Disorder, 
Dementia, Multiple Chemical Sensitivity, Multiple Sclerosis, Parkinson's Disease, Seizures, 
Strokes, and Sudden Infant Death Syndrome. This cannot be equated with the touted new uses 
now patented. In any event. Applicant's citation of previously granted patents is not persuasive 
regarding the prosecution of the present application, since each patent appUcation is prosecuted 
on its own merits and what was done in a previous case does not constitute imprimatur for the 
prosecution of fiirther cases. 

Applicant's bald argument that the patient populations of the instant application is much 
different fi-om the patient population used by the prior art has not been substantiated with 
appropriate evidence. It is well settled that arguments by coimsel do not constitute evidence. It 
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is noted that no patients are identified in the instant appUcation and that the only test performed 
is an in vitro assay wherein thiolutin dioxide and neurolysin are reacted. 

Regarding thiolutin dioxide, applicants acknowledge in the as filed specification that at 
least the Chen reference discloses the compoimd of claim 3. See, e.g., specification, page 2, 
paragraph 3 and Chen et al, page 9 et seq. 

Therefore the rejection is deemed proper and it is adhered to. 

No claim is allowed. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed imtil after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 



Any inquiry conceming this conmiunication or earlier communications from the 
examiner should be directed to Irene Marx whose telephone number is (571) 272-0919. The 
examiner can normally be reached on M-F (6:30-3:00). 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Michael G. Wityshyn can be reached on (571) 272-0926. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpubHshed 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

frene Marx 
Primary Examiner 
Art Unit 1651 



